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OFFICIAL 



Date 



July 26, 2004 



Mail Stop AF 
Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 



PETITION UNDER 37 C.F.R 8 1.181 



Sir: 



A pplicant's Petition for withdrawal of the Final Rejection, mailed May 24, 
2004, as premature. 



ISSUE 

Whether the Final Rejection, issued on the Third Office Action in the above 
referenced case, is premature. 

FACTS 



i) A Second, Non-Final Action was issued April 20, 2004 Rejecting claims 
1,3 5-7, and 19-22. Applicants responded May 7, 2004, with a Response 
under 37 C.F.R. § 1.111. 

ii) A Third Action, mailed May 24, 2004, was made Final. 



2(KX»U055.US.Petttiqm.07.26j^|3oc 
08/WSOO4 CNGUYEN 00000050 09W8655 .j. 
01 FC: 1.460 130.00 OP 

PAGE 11/14 • RCVD AT 7/2612004 3:39:08 PM [Eastern Daylight Time] • SVR:USPT0-EFXRF-1/2 1 DNIS:8729306 ' CS!D:7137800044 ' DURATION (mm-ss):04-22 



07/26/2084 13:.37 7137800044 



SOUTHWEST PATENT SVS 



PAGE 12 



USSN 09/998,855 

Petition Dated July 26, 2004 

Response to Office Action Dated: May 24, 2004 

iii) The Third Action referred to in ii), contained new rejections, based on two 
newly cited documents (US 4,397, 761, or in the alternative, US 
5,075,394). 

iv) In the Response referred to in i) above, Applicants amended independent 
claims 1 and 6, and cancelled claim 2, 4, 7 and 8. The amendment to 
independent claims 1 and 6 incorporates verbiage from cancelled claims 2, 
and 8 further defining the gelling agent of claims 1 and 6 respectively. A 
second amendment to claims 1 and 6 was adding "alkyl" as a modifier to 
"quaternary ammonium salts". Two new claims (21 and 22) were added, 
further limiting the catalyst of claims 1 and 6 respectively 

ARGUMENT 

The making Final of the Third Action is in error, based on iv) above, for the 
following reason: 

The new 35 U.S.C. § 103 rejection was stated to be based on an amendment to the 
claims made by Applicants. MPEP 706.07(a) is clear that a Final Rejection is proper "... 
except where the examiner introduces new ground of rejection not necessitated by 
amendment of the application by applicant Applicants' amendments to the present 
claims, were all either specific embodiments in front of the Examiner at the time of the 
second non-final action as dependent claims, or the amendments represent embodiments 
not addressed by the newly cited documents. The new claims were (claims 21 and 22 
.dependent to independent claims 1 and 6), introduced further limitation to the catalyst 
element of the independent claims, and again, by further limiting a broader claim such 
embodiments (based on the disclosure of the Specification) were in front of the Examiner 
before introduction of the new claims. No quaternary ammonium sahs are disclosed by the 
newly cited documents, so the inclusion of the word "alkyl" as a modifier to "quaternary 
ammonium salts" would not appear to be addressed by the new Rejection. No broader 
subject matter was introduced by Applicants' amendments. 

2000U055.US.Petition.07.26.04.doc 
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USSN 09/998,855 

Petition Dated July 26, 2004 

Response to Office Action Dated: May 24, 2004 

CONCLUSION 

The facts, outlined above, do not support a proper Final Rejection. Based on the 
above, the Action made Final was premature. 

Accordingly, Applicants respectfully Petition to have the Finality reversed, with a 
new time for response set. 
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USSN 09/998,855 

Petition Dated July 26, 2004 

Response to Office Action Dated: May 24, 2004 



Nate is made that the correspondence should be sent to 



Douglas W. Miller 
In representation of Univation Technologies, LLC 
c/o Judith A. Kruger 
5555 San Felipe, Suite 1950 
Houston, Texas 77056 
Facsimile: 713.892.3687 



However the telephone number for Douglas W. Miller is (713) 780-7799. 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited 
■with the United States Postal Service with sufficient postage as first class mail in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450 on the date shown below. 



Respectfully submitted, 




Douglas W. Miller 
Agent for Applicants 
Registration No. 36,608 



Southwest Patent Services 
510 Bering Drive, Suite 300 
Houston, Texas 77057 
(713) 780-7799 



July 26. 2004 



Date 




Registration No. 36,608 
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1. BASIC FILING FEE 
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107 510 
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139 130 Non-English specification 

147 2,520 For Filing a request for or parte reexamination 
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Examiner action 

113 1,840* Requesting publication of SIR attar 
Examiner action 

215 55 Extension for reply vrfth in first month 

216 200 Extension For reply within second month 

217 4B0 Extension for reply within thinJ month 

218 720 Extension for reply within fourth month 
228 980 Extension for reply within fifth month 

219 160 Notice of Appeal 

220 180 Rling a brief in support of an appeal 

221 140 Reausst for oral hearing 

138 1,910 Petition to institute a public use proceeding 

240 55 Petition to revive -unavoidable 

241 840 Petition to revive -unintentional 

242 640 UftlKy Issue fee (or reissue) 

243 230 Design issue »=» 

244 310 Plant issue fee 

122 130 Petitions to the Commiwioner 

123 50 Processing fee under 37 CPR 1.1 7(q) 

1 26 180 Submission of Information Disclosure Stmt 

581 40 Recording each patent assignment per 
property (times number of properties) 

246 370 Firing a submission after rtnal rejection 
(37 CFR j 1.128(a)) 

249 370 For eaoh additional Invention to be 
examined (37 CFR 9 1.128(b)) 

279 370 Request tor Continued Examination (BCE) 

169 900 Request For expedited examination 
of a design application 
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